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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by Taguchi 
et al. (# US 2004/0066438 A1). 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Ishizuka et al. discloses : 

1 . An ink for ink jet recording, comprising a aqueous medium and a 
phthalocyanine dye ([0100]) dissolved or dispersed in the aqueous medium ([0148], see 
Examples), wherein the phthalocyanine dye has an oxidation potential of more positive 
than 1.0 V ([0045]) and the ink has a conductivity of 0.01 S/m to 10 S/m ([0183]). 
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2 & 3. The ink has a viscosity of 1 to 20 mPa.sec at 25.degree. C ([0188]) and 
has a static surface tension of 25 to 50 mN/m at 25.degree. C ([0192]). 

4. The ink for ink jet recording according to claim 2, wherein a viscosity of the ink 
has a viscosity ratio of not greater than 250% from at 25.degree. C. to at 10.degree. C, 
and a static surface tension have a static surface tension ratio of not greater than 130% 
from at 25.degree. C. to at 10.degree. C (see Examples). 

5. The ink for ink jet recording according to claim 1 , which has a pH value of 4 to 
12 at 25.degree. C ([0180]). 

2. Claims 1-4 & 6-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ishizuka et al. (# US 2004/0010052 A1). 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Ishizuka et al. discloses : 

1. An ink for ink jet recording, comprising a aqueous medium and a 
phthalocyanine dye ([01 13]) dissolved or dispersed in the aqueous medium ([0249]- 
[0250]), wherein the phthalocyanine dye has an oxidation potential of more positive than 
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1.0 V ([0012], [0235]) and the ink has a conductivity of 0.01 S/m to 10 S/m ([0244]- 
[0248]; see Examples). 

2 & 3. The ink has a viscosity of 1 to 20 mPa.sec at 25.degree. C and has a 
static surface tension of 25 to 50 mN/m at 25.degree. C ([0259]). 

4. The ink for ink jet recording according to claim 2, wherein a viscosity of the ink 
has a viscosity ratio of not greater than 250% from at 25.degree. C. to at 10.degree. C, 
and a static surface tension have a static surface tension ratio of not greater than 1 30% 
from at 25.degree. C. to at 1 0.degree. C (see Examples). 

6. The ink has a dye remaining ratio of not smaller than 60% after 24 hours of 
storage in an atmosphere of 5 ppm ozone in a monochromatic area that is obtained by 
printing with a monochromatic ink in such a manner a cyan reflection density through a 
status A filer is from 0.9 to 1 .1 ([0309]-[0310]). 

7. The ink for ink jet recording according to claim 1 , wherein the ink has Cu ions 
that are eluted with water in an amount of not greater than 20% of a total amount of the 
dye after 24 hours of storage in an atmosphere of 5 ppm ozone in monochromic area 
(see Examples; Table: 2). 

8. The ink for ink jet recording according to claim 1 , wherein the phthalocyanine 
dye is a water-soluble dye having an electron-withdrawing group at p-position of a 
benzene ring in the phthalocyanine ([0017]). 

9. The ink for ink jet recording according to claim 1 , wherein the phthalocyanine 
dye is a water-soluble dye that is produced by a process which doesn't pass through a 
sulfonation of an unsubstituted phthalocyanine ([0017]). 
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10. The phthalocyanine dye is represented by the following formula (I): ([0016]- 
[0017]). 




wherein X1 , X2, X3 and X4 each independently represent --SO-Z, -S02-Z, - 
S02NR1 R2, sulfo group, -CONR1 R2 or -C02R1 ; Z represents a substituted or 
unsubstituted alkyl group, substituted or unsubstituted cycloalkyl group, substituted or 
unsubstituted alkenyl group, substituted or unsubstituted aralkyl group, substituted or 
unsubstituted aryl group or substituted or unsubstituted heterocyclic group; R1 and R2 
each independently represent a hydrogen atom, substituted or unsubstituted alkyl 
group, substituted or unsubstituted cycloalkyl group, substituted or unsubstituted alkenyl 
group, substituted or unsubstituted aralkyl group; substituted or unsubstituted aryl 
group or substituted or unsubstituted heterocyclic group; and when there are a plurality 
of Z's, they may be the same or different; Y1 , Y2, Y3 and Y4 each independently 
represent a monovalent substituent; and when there are a plurality of any of X1 to X4 
and Y1 to Y4, they may be the same or different; a1 to a4 and b1 to b4 represent the 
number of substituents X1 to X4 and Y1 to Y4, respectively; a1 to a4 each 
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independently represent an integer of from 0 to 4 and are not 0 at the same time; and 
b1 to b4 each independently represent an integer of 0 to 4; and M represents a 
hydrogen atom, metal atom or oxide, hydroxide or halide thereof. 

1 1 . The dye represented by the formula (I) is a dye represented by the following 
formula (II): ([0144]-[0148]). 



wherein X1 1 to X14, Y1 1 to Y18 and M each have the same meaning as those in 
the formula (I); and a1 1 to a14 each independently represent an integer of 1 or 2. 

12. A method for ink jet recording, comprising using the ink for ink jet recording 
(see Examples; [0260]-[0265]). 

13. The image-receiving material including an image-receiving layer containing 
an inorganic white particulate pigment on a support ([0260]-[0262]). 

14. A method for producing the ink for ink jet recording according to claim 1 , 
which comprises at least applying an ultrasonic vibration ([0263]). 
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15. The ink for ink jet recording prepared is filtered through a filter having pores 
of an effective diameter of not greater than 1 jam and defoamed before use (see 
Examples). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being obvious over Ozawa 

(# US 2003/0217671). 

The applied reference has a common Assignee with the instant application. 

Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 

only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 

by: (1) a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 

the reference was derived from the inventor of this application and is thus not an 

invention "by another"; (2) a showing of a date of invention for the claimed subject 

matter of the application which corresponds to subject matter disclosed but not claimed 

in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 

1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 



Application/Control Number: 10/502,393 Page 8 

Art Unit: 2853 

reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 1 04, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
Ozawa discloses: 

• An ink for ink jet recording, comprising an aqueous medium having dissolved 
therein a phthalocynine dye, wherein the phthalocyanine dye has an ionic hydrophilic 
group and is a water soluble dye having an oxidation potential of more positive than 1 .0 
V (vs SCE) ([0015]-[0023]), and the ink includes a water-miscible organic solvent 
([0158]). 

• The ink has a viscosity 20 mPa.s or less ([0167]), the surface tension is from 20 
to 50 mN/m ([0166]), and pH is from 8-11 ([0164]). 

• The ink composition includes the polyhydric alcohol and/or derivative of 
polyhydric alcohol at a concentration of 10 to 60 %, which is selected from mono, diol 
and triol ([0133]; See Examples), and ink composition includes a water of from 40 to 
80% of an ink solution (see Examples). 

• The phthalocyanine dye is a water-soluble dye having an electron-withdrawing 
group at the p-position of a benzene ring of the phthalocyanine ([0064]-[0072]). 

• The phthalocyanine dye is represented by the formula as shown below in an 
amount of from 0.2 to 20 % by weight ([0008]; see Examples). 
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FwunuU (I): 




,0*** 



(Vjjbj 



{Xj>j — r 



(Xj)»i 



(V|)b, 



[0009 J wherein Xj, X., X^ and X* each independently 
represents — SOZ, — SO^Z, — SOjNRjR^, a sultb group, 
— CONRjR- or — C0 2 Ri, each Z independently represents 
a substituted or uosubstituted dlkyl group, a substituted or 
unsubstituted cycloalkyl group, a substituted or unsubsti- 
tuted alkcnyt group, a substituted or unsubstituted aralky! 
group, a substituted or mi substituted aryl group or a substi- 
tuted or unsubstituted heterocyclic group, Rj and R t each 
independently represents a hydrogen atom, a substituted or 
unsubstituted alkyl group, a substituted or unsubstituted 
cycloalkyl group, a substituted or unsubstituted alkenyl 
group, a substituted or unsuhstitutcd aralkyl group, a sub* 
siiroted or unsubsutuied aryl group or a substituted or 
unsubstituted heterocyclic group, Y„ Y*, Y 5 and Y 4 each 
independently represents a monovalent subsume m, a 2 to a 4 
and b t to b 4 each represents the number of suhstituem X lf 
X 2 , X 3 , X4, Y,» Y 2 , Y 3 or Y 4 , aj to a 4 each independently 
represents a number of 0 to 4 but all are not 0 at the same 
time, b 2 to b 4 each independently represents a number of 0 
to 3, provided that when at least oue of aj to a 4 and bj to b 4 
represents a number of 2 or more, correspondtng plurality of 
substilucnts Xj, X 2 , X 3 , X* Yj, Y 2 , Y 3 or Y 4 may be the 
same or different, and M represents a hydrogen atom, a 
metal atom or an oxide, hydroxide or halidc thereof 
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• The dye represented the formula as below ([0010]). 



Formula (II): 




[0011] wherein X. u to X u , Y u to Y JS and M haw the 
same meaning as X y to X», Yj co Y 4 jind M id formula (I), 
respectively, and a 4J to a 14 eacb independently represents an 

integer of 1 or 2. 4 

• The ink has no visibly detectable bleeding on an image-receiving material at a 
visible distance, the image-receiving material comprises an image-receiving layer on a 
support, and the image-receiving layer contains a white inorganic pigment particle or a 
gelatin-containing hardened layer as an image-recording layer ([0171]-[0186]). 

• They also discloses an ink jet recording method using the ink, wherein an ink 
droplet is ejected onto an image-receiving material in accordance with a recording 
signal so that an image is recorded on the image-receiving material by using the ink for 
ink jet recording (see claims:5-8; Examples), the image-receiving material comprising 
an image-receiving layer on a support, the image-receiving layer ([0171]-[0186]) 
containing a white inorganic pigment particle ([0172]) and at least one aqueous binder 
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selected from a polyvinyl alcohol, a silanol-modified polyvinyl alcohol, a starch, a 
cationated starch, a gelatin, a carboxyalkyl cellulose, a casein and a polyvinyl 
pyrrolidone ([0174]) and the image-receiving layer further contains a mordant selected 
from a polyaluminum chloride, a chromium compound and an azo dye-mordanting 
group-containing polymer ([0176]-[0179]). 

Ozawa discloses all the limitation of the inkjet ink composition except that the ink 
has conductivity of 0.01 S/m to 10 S/m. (2) The viscosity of the ink has a viscosity ratio 
of not greater than 250% from at 25 degree C to 10 degree C, and static surface tension 
has a static surface tension ratio of not greater than 130% from at 25 degree C to at 10 
degree C. (3) The monochromic moiety printed by using a single color of the ink so as 
to give a cyan reflection density of 0.9 to 1 .1 in a Status A filter is stored in an ozone 
environment of 5 ppm of 24 hours, a dye residual ratio is 60% or more. 

However, these limitations are consider to be obvious, because there does not 
appear to be any reason why the cited reference would not contains an ink composition 
with applicant's claimed properties since the organic solvent of the above reference is 
the same as applicant claimed and the phthalocyanine dye of the above reference is the 
same structure as those claimed by applicants. 

4. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being obvious over Nagai et 
al. (# US 5882390). 

Nagai et al. discloses : 
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• An ink for ink jet recording, comprising an aqueous medium having dissolved 
therein a phthalocynine dye, wherein the phthalocyanine dye has an ionic hydrophilic 
group (column: 3, line: 40-67) and the ink includes a water-miscible organic solvent 
(column: 19, line: 55-67; column: 20, line: 1-25). 

• The ink has the surface tension is less than 50 mN/m (column: 16, line: 30-35), 
and pH is from 6-1 1 (column: 22, line: 20-30). 

• The ink composition includes the polyhydric alcohol and/or derivative of 
polyhydric alcohol at a concentration of 10 to 60 %, which is selected from monool, diol 
and triol (column: 19, line: 55-67; column: 20, line: 1-25), and ink composition includes a 
water of from 40 to 80% of an ink solution (see Examples). 

• The phthalocyanine dye is a water-soluble dye having an electron-withdrawing 
group at the p-position of a benzene ring of the phthalocyanine (column: 5, line: 1 to 
column: 13, line: 35). 

• The phthalocyanine dye is represented by the formula as shown below 
(column: 11, line: 1-67; column: 13, line: 1-35). 
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Nagai et al. discloses all the limitation of the inkjet ink composition except that (1) 
the oxidation potential is more than 1 .0 V (vs SCE) and the ink has conductivity of 0.01 
S/m to 10 S/m. (2) The monochromic moiety printed by using a single color of the ink so 
as to give a cyan reflection density of 0.9 to 1 .1 in a Status A filter is stored in an ozone 
environment of 5 ppm of 24 hours, a dye residual ratio is 60% or more. (3) The viscosity 
of the ink has a viscosity ratio of not greater than 250% from at 25 degree C to 1 0 
degree C, and static surface tension has a static surface tension ratio of not greater 
than 130% from at 25 degree C to at 10 degree C. 

However, these limitations are consider to be obvious, because there does not 
appear to be any reason why the cited reference would not contains an ink composition 
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with applicant's claimed properties since the organic solvent of the above reference is 
the same as applicant claimed and the phthalocyanine dye of the above reference is the 
same structure as those claimed by applicants. 



Response to Arguments 

Applicant argued that the Taguchi et al. and Ishizuka et al. are filled .after January 
23, 2003. However, to get that date applicant has to file the English translation of the 
national stage application (PCT/JP03/00603). Therefore, both the references are still 
qualified for the prior art rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manish S. Shah whose telephone number is (571) 272- 
2152. The examiner can normally be reached on 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Manish S. Shah 
Primary Examiner 
Art Unit 2853 
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